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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

The following is a quotation of tlie appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claims 1-4 are rejected under 35 U.S.C. 102(b) as being anticipated by Eldrldge et al. (EP 0 893 
760). 

Regarding clainn 1 . Eldridge et al. teach a method for serving a print by reference operation to print 
referenced content from a referenced location to a print device (fig 4 & column 11:line 52 - column 12:line 
7, a method for context-based transactions with tokens, i.e. references, between a portable device and a 
networl<), the method comprising steps of: 

accepting (fig 4, step s8", accepting a token, i.e, accepting a reference), from a print client (fig 1, 
PDA 2j, a reference to print content targeted for printing from a location indicated by the reference 
(column 9:line 44 - column 10:line 2, & column 8:lines 6-7, token/reference contains a URL for 
retrieval of a document located at address of URL); 

resolving the reference to determine the location indicated by the reference (fig 4, step s15 and 
column 12: lines 54-58, token/reference is decoded to determine URL); 

obtaining print data from the location indicated by the reference (fig 4, step s16, document data is 
retrieved using URL provided by token/reference); 

transcoding the print data into a print device ready format (fig 4, step s18, print data is converted to a 
format that matches printer capability); 
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allowing access to print data transcoded by said step of transcoding (fig 4, step s19, access to 
converted print data is allowed because it has been sent to the printer): 

transferring, in response to a request from the print client, print data transcoded by said step of 
transcoding (fig 4, step s19, print data is transferred, which is a result of the initial request from PDA 2 
to the network). 

Regarding claim 2 . Eldridge et al. teach the method according to claim 1, wherein said step of accepting 
accepts the reference from an Internet connection to the print client (column 8:lines 2-5, a referenced 
document is processed by way of the internet). 

Regarding claim 3 . Eldridge et aL teach the method according to claim 1 , wherein the reference 
comprises a universal resource locator address that addresses print content targeted for printing (column 
12:lines 57-58, document identifier comprises a URL). 

Regarding claim 4 . Eldridge et al. teach the method according to claim 1, wherein said step of accepting 
accepts a reference list of individual references that each reference print content stored at a location 
(column 3: line 53 - column 4:line 2 recites a method of decoding a token with multiple references to 
documents stored at other locations, column 8:lines 6-7, referenced by a URL). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Eldridge et al. (EP 0 893 
760), 

Regarding claim 5 . Eldridge et al. teach the method according to claim 4, wherein said steps of 
resolving, obtaining, transcoding, and allowing are completed for individual references, but do not 
explicitly teach wherein said steps of resolving, obtaining, transcoding, and allowing are completed for a 
first one of said individual references in said reference list before being conducted for another one of said 
individual references in said reference list. 

However, serial and parallel processing are well-known in the art, therefor an inventor skilled in 
the art would combine the token with multiple references taught by Eldridge et al. with serial processing 
because it allows the retrieval of multiple documents to be accomplished. 

Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Eldridge et al. (EP 0 893 760) 
& Petteruti et al. (US 6 379 058). 

Regarding claim 6 . Eldridge et al. teach the method according to claim 1, wherein the print client initiates 
control communication (fig 5, step $2% but does not teach the method further comprising a step 
(emphasis added) of initiating a control communication witti the print client. 

However, Petteruti et al. teach the method further comprising a step of initiating a control 
communication with the print client (column 6:lines 24-25). 

Accordingly, it would have been obvious to one skilled in the art at the time of the invention to 
have used the control communication initiated with the print client as taught by Petteruti et al. in the 
method of Eldrigde et al. because it provides a method for additional functionality wherein the portable 
device is not the only device that initiates control communication. 
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Claims 7-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Eldridge et al. (EP 0 893 
760) & Petteruti et al. (US 6 379 058) as applied to claim 6 above, and further in view of W3C 
(Simple Object Access Protocol (SOAP) 1.1) & Case (US 6 184 996). 

Regarding claims 7 & 8 , Eldridge et al. & Petteruti et al. teach the method according to claim 6, but do 
not teach wherein said step of initiating a control communication is conducted via the Simple Object 
Access Protocol, an argument resolution protocol, and said steps of accepting and transferring are 
conducted via the HTTP protocol, a data transfer protocol. 

However, W3C teaches the Simple Object Access Protocol (SOAP) (page 5, section 2, W3C 
teaches using SOAP for transmissions between a sender and a receiver, in ttiis case a control 
communication initiator and the print client). 

Accordingly, it would have been obvious to one skilled in the art at the time of the invention to 
have used the SOAP taught by W3C to initiate control communication in the method taught by Eldridge 
et al. & Petteruti et al. because (W3C, page 26. section 6, SOAP can be binded to HTTP, providing the 
advantage of being able to use the formalism and decentralized flexibility of SOAP with the rich feature 
set of HTTP. 

Additionally, Case teaches a HTTP protocol used for data transfer in a print-by-reference system 
similar to that taught by Eldridge et al. (column 1:lines 26-35). 

Accordingly, it would have been obvious to one skilled in the art at the time of the invention to 
have used the HTTP protocol taught by Gase in the method taught by Eldridge et al., Petteruti et al. & 
W3C, because it allows for data transfer over the World Wide Web (Gase, column 11:lines 27-29), and it 
would compliment the use of the SOAP. 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Eldridge et al. (EP 0 893 760) 
& Holtzman et al. (US 6 400 272). 
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Regarding claim 9 . Eldridge et al. teach the method according to claim 1 , but do not teach the method 
further comprising steps of: accepting a security challenge from the location indicated by the reference; 
and responding to the security challenge. 

However, Holtzman et al. teach a security challenge method for accessing requested information 
over a network connection, wherein, column 13:lines 30-31, a security challenge from the location 
indicated by the referenced information is accepted by the client, and responding to the security challenge 
involves prompting the resolve of the PIN request to the user. 

Accordingly, it would have been obvious to one skilled in the art at the time of the invention to 
have used the secure access method taught by Holtzman et al. in the document/information retrieval 
system taught by Eldridge et al. because it would provide authentication access for secure document 
access in the Eldridge et al system. 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Eldridge et al. (EP 0 893 
760) & Holtzman et al. (US 6 400 272) as applied to claim 9 above, and further in view of Hull (US 6 
772 338). 

Regarding claim 10 . Eldridge et al. & Holtzman et al. teach the method according to claim 9. 
Additionally, Holtzman et al. teach the concept of passing the security challenge (i.e. PIN request 
mentioned above in claim 9 rejection) to the request, but Eldridge et al. do not teach wherein said step of 
responding comprises passing the security challenge on to the print client. 

However, Hull teaches a method (ffg 2) wherein infomnation is passed from an office appliance 
201 (i.e. the workstation 50 taught by Eldridge et al.) to a shuttle memory service 202 (i.e. PDA 2 taught 
by Eldridge et al.). 

Accordingly, it would have been obvious to one skilled in the art at the time of the invention to 
have used the method of information transfer taught by Hull in the method for secure document retrieval 
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taught by Eldridge et al. & Holtzman et al. because it would provide a method to forward the PIN 
request taught by Holtzman et al. to the user of the PDA taught by Eldridge et al. 



Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Eldridge et al. (EP 0 893 
760) & Iwata (US 6 778 289) & Hull (US 6 772 338). 

Regarding claim 1 1 . Eldridge et al. teach the method according to claim 1, but do not teach wherein said 
step of allowing comprises: establishing a universal resource locator address for the print data transcoded 
by said step of transcoding; and communicating the universal resource locator address for the print data 
to the print client. 

However, Iwata teaches establishing a universal resource locator address for the print data that 
the server system manages, and communicating the universal resource locator address for the print data 
to a print client (column 5:lines 50-56, server defines URL for documents it manages and sends it to a 
print client). 

Accordingly, it would have been obvious to one skilled in the art at the time of the invention to 
have used the Iwata method for defining a URL of each document managed by a print server in the 
method for document retrieval taught by Eldridge et al. because it would define a URL for the transcoded 
document that the server system manages, allowing for other devices, i.e. print clients, to access the 
document using the URL. 

Furthermore, Eldridge et al. do not teach said step of sending the URL to the print client. 

However, Hull teaches a method {fig 2) wherein information is passed from an office appliance 
201 (i.e. the workstation 50 taught by Eldridge et al.) to a shuttle memory service 202 (i.e. PDA 2 taught 
by Eldridge etal.). 

Accordingly, it would have been obvious to one skilled in the art at the time of the invention to 
have used the method of information transfer taught by Hull in the method for URL document retrieval 



Application/Control Number: 09/897,647 Page 8 

Art Unit: 2624 

taught by Eldridge et al. & Iwata. because it would provide a method to forward the URL taught by Iwata 
to the user of the PDA taught by Eldridge et al. 



Claims 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Eldridge et al. (EP 0 
893 760) & Srinivasan (US 6 452 689). 

Regarding claim 12 . Eldridge et al. teach the method according to claim 1, but do not teach the method 
further comprising a step of conducting a financial clearance. 

However, Srinivasan teaches a method further comprising a step of conducting a financial 
clearance (column 3:lines 48-65, billing system 19 verifies financial clearance and debits the account, i.e. 
billing ID). 

Accordingly, it would have been obvious to one skilled in the art at the time of the invention to 
have used the billing method taught by Srinivasan in the method for document processing and retrieval 
taught by Eldridge et al. because it allows for billing of the service to the user. 

Regarding claim 13 . Eldridge et al. teach the method according to claim 1, but do not teach the method 
further comprising a step of requiring a billing ID from the print client. 

However, Srinivasan teaches a method further comprising a step of requiring a billing ID from 
the print client (column 3:lines 48-65, billing system 19 verifies financial clearance and debits the account, 
i.e. billing ID). 

Accordingly, it would have been obvious to one skilled in the art at the time of the invention to 
have used the billing method taught by Srinivasan in the method for document processing and retrieval 
taught by Eldridge et al. because it allows for billing of the service to the user. 
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Claims 14, 16, 22-29, 32 & 34-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over the 
rejections for claims 1-13 set forth above. 

Regarding claims 14. 16. 22-29. 32 & 34-35 . Eldrldge et a! teach the methods taught in claims 1-13, but 
do not explicitly teach that the methods are realized as a computer program product comprising a 
computer usable medium having computer readable program code embodied in the medium. 

However, it is well-known in the art to apply computer program products to methods and it is 
therefore obvious that the method taught by Eldrldge et al. could be implemented in a computer product. 



Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Eldrldge et al. (EP 0 893 
760), 

Regarding claim 15 . Eldrldge et al. teach the print service according to claim 14, wherein the reference is 
accepted from a direct connection to the print client (fig 1, PDA 2 uses RF ofIR to make a direct 
connection). 

Claims 17-19 & 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Eldrldge et al. 
(EP 0 893 760) & Srinivasan (US 6 452 689). 

Regarding claim 17 . Eldrldge et al. teach the print service according to claim 14, wherein the internet is 
used for the print service (column 8:lines 2-5), but they do not teach wherein the print service is a web site 
allowing the print service to be reached by the print client via the Internet. 

However, Srinivasan teaches a print service as a web site allowing the print service to be 
reached by the print client via the Internet (fig 1, web site 11). 

Accordingly, it would have been obvious to one skilled In the art at the time of the invention to 
have used the web print service taught by Srinivasan in the system taught by Eldrldge et al. because it 
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provides an effective system for printing document over the internet and it allows for billing of the service 
to the user. 

Regarding claim 18 . the claim rejection of claim 17 is representative of claim 18. See Srinivasan 
teachings wherein the web site is discoverable by the print client through the Internet (fig 1 and column 
12: lines 56-62, users discover the web site via the internet). 

Regarding claim 19 . the claim rejection of claim 18 is representative of claim 19. See Srinivasan 
teachings wherein the web site is pre-configured into print clients to be discoverable when print services 
are required by the print clients {fig t users 10 discover the web site via the data network 12). 

Regarding claim 21 . the claim rejection of claim 18 is representative of claim 21 . See Eldridge et al. 
teachings wherein the service is discoverable via network discovery protocols (fig 5 steps s2'-s7'). 

Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over Eldridge et al. (BP 0 893 
760) & Srinivasan (US 6 452 689).as applied to claim 18 above, and further in view of OIkkonen et 
al. (US 6 842 460). 

Regarding claim 20, teach the print service according to claim 18, but do not teach a service registry to be 
discoverable by print clients. 

However, OIkkonen et al. teach a discoverable service registry (figs 5, service registry). 

Accordingly, it would have been obvious to one skilled in the art at the time of the invention to 
have used the service registry taught by OIkkonen et al. in the web print service taught by Srinivasan & 
Eldridge et al. because it provides an effective system for registering services for a user near a network 
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Claims 30-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over Eldridge et al. (EP 0 
893 760) & Petteruti et al. (US 6 379 058) & W3C (Simple Object Access Protocol (SOAP) 1.1) & 
Case (US 6 184 996). 

Regarding claim 30, the claim rejections for claim 27 are represented in claim 30. See Gase wherein the 
control communications create a new print job (column 3:lines 6-9)\ check status of an existing print job 
(fig 2, printer jobs list)] and cancel an existing print job (ftg 4, printer job detail with CANCEL button 62). 

Regarding claim 31 . the claim rejections for claim 30 are represented in claim 31 . See Gase wherein the 
print service accepts a request to create a new print job from the print client (column 3:lines 6-9). 

Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over Eldridge et al. (EP 0 893 
760) & Hull (US 6 772 338) & Reece et al. (US 5 915 214). 

Regarding claim 33, Eldridge et al. teach the print service according to claim 14. Eldridge et al. do not 
teach said step of sending any document to the print client. 

However, Hull teaches a method {fig 2) wherein information is passed from an office appliance 
201 (i.e. the workstation 50 taught by Eldridge et al.) to a shuttle memory service 202 (I.e. PDA 2 taught 
by Eldridge et al.). 

Accordingly, it would have been obvious to one skilled in the art at the time of the invention to 
have used the method of information transfer taught by Hull in the method for document retrieval taught 
by Eldridge et al. because it would provide a method to forward the document to the user of the PDA 
taught by Eldridge et al. 

Additionally, Eldridge et al. do not teach wherein transcoding is done into a form that depends on 
a device type of the print client. 
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However, formatting information for compatibility in mobile devices it taught by Reece et al. 
(column 7:lines 12-20). 

Accordingly, it would have been obvious to one skilled in the art at the time of the invention to 
have used the compatibility formatting function as taught by Reece et al. to send information to clients in 
the system for retrieving a document and sending it to a client as taught by Eldridge et al. and Hull, 
because it would assure that the document could be sent to the PDA without compatibility error. 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Kyle Pendergrass whose telephone number is (571) 272-7438. The examiner can normally 
be reached on Monday-Friday 8:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, King 
Poon can be reached on (571) 272-7440. 
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